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REMARKS 

Favorable reconsideration of this application as presently amended and in light of the 
following discussion is respectfully requested. 

Claims 1-4 and 6-9 are presently active in this case, Claim 9 having been amended 
and Claim 5 having been canceled without prejudice or disclaimer by way of the present 
Amendment. 

At the outset, the Applicants note that the outstanding Office Action included a copy 
of the Form PTO 1449 filed on December 12, 2003. On the copy, reference "AW" was 
crossed through and indicated as not being provided. Applicants respectfully submit that a 
copy of the AW reference was provided on December 12, 2003, as indicated in the attached 
copy of the date-stamped filing receipt. Applicants have attached a courtesy copy of the AW 
reference, which was cited in the International Search Report also provided on December 12, 
2003. Accordingly, the Applicants respectfully request an indication that the AW reference 
has been received and considered. 

In the outstanding Official Action, Claim 5 was objected to for minor informalities. 
Claim 5 has been canceled, thereby rendering this objection moot. 

Claim 9 was rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and use the 
invention. Claim 9 has been amended to change "plasma spraying" to "spraying." The 
Applicants submit that amended Claim 9 is fully enabled by the specification. Accordingly, 
the Applicants respectfully request the withdrawal of the enablement rejection. 
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Claims 1-3 were rejected under 35 U.S.C. 103(a) as being unpatentable over Khan et 
al. (U.S. Pub. No. 2002/0164417). Claims 1-5 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rigney et al. (U.S. Patent No. 6,274,193). Claims 6-9 were rejected under 
35 U.S.C. 103(a) as being unpatentable over Khan et al. or Rigney et al. in view of Sangeeta 
et al. (U.S. Patent No. 6,485,780). For the reasons discussed below, the Applicants traverse 
the obviousness rejections. 

The basic requirements for establishing a prima facie case of obviousness as set forth 
in MPEP 2143 include (1) there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings, (2) there must be a reasonable 
expectation of success, and (3) the reference (or references when combined) must teach or 
suggest all of the claim limitations. 

The Applicant submits that a prima facie case of obviousness has not been established 
in the present case because (1) the references, either taken singularly or in combination, do 
not teach or suggest all of the claim limitations, and (2) there is no suggestion or motivation 
to modify the references to arrive at the present invention. 

Claim 1 of the present application recites a method of repairing a Ni-based alloy part 
having an undercoat layer and a topcoat layer stacked on a Ni-based alloy base when the 
topcoat layer is damaged. The method comprises the steps of removing a damaged portion of 
the topcoat layer and a denatured portion of the undercoat layer corresponding to the 
damaged portion, forming another undercoat layer in a removed portion where the original 
undercoat layer has been removed by spraying performed in the atmosphere at a spray 
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particle speed of 300 m/s or more and a base-material temperature of 300°C or less, and 
forming another topcoat layer where the topcoat layer has been damaged. 

As noted in the Official Action, the Khan et al. reference does not teach or even 
suggest several features recited in Claim 1 of the present application. For example, the Khan 
et al. reference does not disclose or suggest a method including forming another undercoat 
layer in a removed portion where the original undercoat layer has been removed by spraying 
performed in the atmosphere at a spray particle speed of 300 m/s or more. In fact, the Khan 
et al. reference makes no mention of any spray particle speed. Furthermore, the Khan et al. 
reference does not disclose or suggest a method including forming another undercoat layer in 
a removed portion where the original undercoat layer has been removed by spraying 
performed in the atmosphere at a base-material temperature of 300°C or less. 

The specification of the present application teaches in a first aspect of the invention 
that if the spray particle speed is set at less than 300 m/s, than an oxide film is easily 
deposited on another undercoat layer to be formed where the original undercoat layer has 
been removed. (See page 6, lines 4-9.) Thus, the present invention teaches that by setting the 
spray particle speed to be 300 m/s or more, an oxide film is prevented from forming and 
being brought into contact with another undercoat layer. The Kahn et al. reference does not 
teach or even suggest such a feature. The Kahn et al. reference does not even consider the 
idea of preventing oxidation of the damaged portion when the repairing material is deposited, 
as the repairing material is stabilized zirconia which has been oxidized in the first place. 
Accordingly, one of ordinary skill in the art in view of the Kahn et al. reference would not 
have been motivated to even modify the invention described therein to arrive at the present 
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invention. For at least these reasons, the Applicants respectfully submit that Claim 1 is not 
unpatentable in view of the Kahn et al. reference. 

Furthermore, as noted above, the Khan et al. reference does not disclose or suggest a 
method including forming another undercoat layer in a removed portion where the original 
undercoat layer has been removed by spraying performed in the atmosphere at a base- 
material temperature of 300°C or less. The specification of the present invention teaches that 
the temperature of the base-material should be set at 300°C or less in the first aspect of the 
invention, because if the temperature exceeds 300°C, then the base-material will be heat 
damaged. The Kahn et al. reference makes no mention of such a teaching. 

The Kahn et al. reference does not disclose spraying to form another undercoat layer 
where the base material is at any specific temperature. The Kahn et al. reference describes 
drying the slurry coating at a temperature between 20°C and 100°C, and finally heat-treating 
at 55°C to 750°C to remove the halogens, halogen gas, or residual water. (See paragraph 
[0014].) However, the Kahn et al. reference does not mention forming another undercoat 
layer by spraying performed in the atmosphere at a base-material temperature of 300°C or 
less. The Applicants consider that the Kahn et al. process is carried out as if halogen of a 
chloride resides, then it will harm the base material. Accordingly, one of ordinary skill in the 
art in view of the Kahn et al. reference would not have been motivated to even modify the 
invention described therein to arrive at the present invention. For at least these reasons, the 
Applicants respectfully submit that Claim 1 is not unpatentable in view of the Kahn et al. 
reference. 
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As noted in the Official Action, the Rigney et al. reference does not teach or even 
suggest several features recited in Claim 1 of the present application. For example, the 
Rigney et al. reference does not disclose or suggest a method including forming another 
undercoat layer in a removed portion where the original undercoat layer has been removed by 
spraying performed in the atmosphere at a spray particle speed of 300 m/s or more. In fact, 
the Rigney et al. reference makes no mention of any spray particle speed. Furthermore, the 
Rigney et al. reference does not disclose or suggest a method including forming another 
undercoat layer in a removed portion where the original undercoat layer has been removed by 
spraying performed in the atmosphere at a base-material temperature of 300°C or less. 

The specification of the present application teaches in a first aspect of the invention 
that if the spray particle speed is set at less than 300 m/s, than an oxide film is easily 
deposited on another undercoat layer to be formed where the original undercoat layer has 
been removed. (See page 6, lines 4-9.) Thus, the present invention teaches that by setting the 
spray particle speed to be 300 m/s or more, an oxide film is prevented from forming and 
being brought into contact with another undercoat layer. The Rigney et al. reference does not 
teach or even suggest such a feature. For at least this reason, the Applicants respectfully 
submit that Claim 1 is not unpatentable in view of the Rigney et al. reference. 

Furthermore, as noted above, the Rigney et al. reference does not disclose or suggest a 
method including forming another undercoat layer in a removed portion where the original 
undercoat layer has been removed by spraying performed in the atmosphere at a base- 
material temperature of 300°C or less. The specification of the present invention teaches that 
the temperature of the base-material should be set at 300°C or less in the first aspect of the 
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invention, because if the temperature exceeds 300°C, then the base-material will be heat 
damaged. The Rigney et al. reference makes no mention of such a teaching. 

The Rigney et al. reference does not disclose spraying to form another undercoat layer 
where the base material is at any specific temperature range. The Rigney et al. reference 
describes a temperature range of 900-1 150°C for the heat treatment of a metal deposited on 
surface (30) to diffuse the metal into coating (22). (Column 6, lines 9-11.) However, the 
Rigney et al. reference does not mention forming another undercoat layer by spraying 
performed in the atmosphere at a base-material temperature of 300°C or less. For at least this 
reason, the Applicants respectfully submit that Claim 1 is not unpatentable in view of the 
Rigney et al. reference. 

Accordingly, the Applicants submit that a prima facie case of obviousness has not 
been established with respect to Claim 1 . Thus, the Applicants respectfully request the 
withdrawal of the obviousness rejections of Claim 1. 

Claims 2-4 are considered allowable for the reasons advanced for Claim 1 from which 
they depend. These claims are further considered allowable as they recite other features of 
the invention that are neither disclosed, nor suggested by the applied references when those 
features are considered within the context of Claim 1 . 

Claim 6 of the present application recites a method of repairing a Ni-based alloy part 
having an undercoat layer and a topcoat layer stacked on a Ni-based alloy base when the 
topcoat layer is damaged. The method comprises the steps of removing a damaged portion of 
the topcoat layer and a denatured portion of the undercoat layer corresponding to the 
damaged portion, applying spraying to a removed portion where the undercoat layer has been 



Application Serial No.: 10/733,269 
Reply to Office Action dated June 22, 2004 



removed at reduced pressure, a spray particle speed of less than 300 m/s, and a base-material 
temperature of 600°C or less, and forming another topcoat layer in the damaged portion of 
the topcoat layer. 

Neither the Khan et al. reference nor the Rigney et al. reference disclose or suggest a 
method including applying spraying to a removed portion where the undercoat layer has been 
removed at a spray particle speed of less than 300 m/s. As noted above, the Kahn et al. and 
the Rigney et al. references do not even discuss the issue of spray particle speed curing the 
spraying application of an undercoat layer. Thus, these references cannot be said to disclose 
a spray particle speed of less than 300 m/s, as recited in Claim 6. Furthermore, the Sangeeta 
et al. reference does not appear to supplement this deficiency. The specification of the 
present application teaches that the spray particle speed in the second aspect of the invention 
is set at less than 300 m/s, because if the spray particle speed is 300 m/s or more in the 
second aspect, then the energy density of the frame increases at low pressure causing a 
substantial increase in the base-material temperature. None of the references disclose such a 
teaching, and therefore one of ordinary skill in the art would not have had any motivation to 
modify those references to arrive at the present invention as recited in Claim 6. Thus, for at 
least this reason, the Applicants respectfully submit that Claim 6 is not unpatentable in view 
of the above combination. 

Accordingly, the Applicants submit that a prima facie case of obviousness has not 
been established with respect to Claim 6. Thus, the Applicants respectfully request the 
withdrawal of the obviousness rejection of Claim 6. 
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Claims 7-9 are considered allowable for the reasons advanced for Claim 6 from which 
they depend. These claims are further considered allowable as they recite other features of 
the invention that are neither disclosed, nor suggested by the applied references when those 
features are considered within the context of Claim 6. 

Consequently, in view of the above discussion, it is respectfully submitted that the 
present application is in condition for formal allowance and an early and favorable 
reconsideration of this application is therefore requested. 
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